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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

HEAVEN HILL DISTILLERIES, INC            ) 

                           )              

Opposer,                ) 

                                                                     )                          Opposition No.91183753 

V.                 )       

                                                                     )                          Serial No. 77/266,196 

                                                                     )                          Mark HYPNOTIZER 

                                     ) 

DIALLO YASSINN PATRICE,            )       Intl Class: 033 

                 ) 

Respondent, 

 

  DEFENDANT’S REPLY IN SUPPORT OF MOTION 

 

Defendant’s Yassinn Patrice DIALLO, respectfully requests to the Trade Mark Trial and 

Appeal Board to reject the plaintiff’s response to defendant’s Motion to strike plaintiff’s reply 

brief and the observations, arguments and elements sent by the Opposer as they have no 

ground.  

 

Defendant’s, DIALLO YASSINN PATRICE a citizen of France, resident in 2 Square Tribord, 

91080 Courcouronnes, France, denies that if his application serial N° 77266196 for the mark 

HYPNOTIZER is allowed to issue as a registration, it will harm the Opposer HEAVEN HILL 

Distilleries inc, a Kentucky corporation with its principal place of business at 1064 Loretto 

Road, Bardstown, Kentucky, U.S.A 40004. 
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Above all, it is necessary to re-specify the rules of the US and Trade Mark Law U. S. 

PATENT & TRADEMARK OFFICE June 24, 2010 § 2.127 Motions, regarding the 

motions.  

§ 2.127 Motions.  

(a) Every motion must be submitted in written form and must meet the requirements 

prescribed in § 2.126. It shall contain a full statement of the grounds, and shall 

embody or be accompanied by a brief. Except as provided in paragraph (e)(1) of this 

section, a brief in response to a motion shall be filed within fifteen days from the 

date of service of the motion unless another time is specified by the Trademark 

Trial and Appeal Board, or the time is extended by stipulation of the parties approved 

by the Board, or upon motion granted by the Board, or upon order of the Board. The 

date of service of our motion to strike plaintiff’s reply brief was the 1st October 2010 

and the opponent’s brief in response to our motion date of service was the 21st 

October 2010 more than fifteen days allowed by the rules, so their response to our 

motion must be rejected according to the the US and Trade Mark Law U. S. PATENT 

& TRADEMARK OFFICE June 24, 2010 § 2.127 Motions. 

 

Moreover our motion was not an attempt to submit a reply brief, indeed Heaven Hill has 

stated that Diallo’s submission violates the rules set forth in 37 C.F.R § 11.18(b) and then the 

Board should terminate this proceeding in Heaven Hill’s favor pursuant to 37 C.F.R 11.18). 

That is why we had shown in providing the evidence why the Board should not strike Diallo’s 

Brief. 

Heaven Hill knowing that the brief was true with regard to these statements, Mr DIALLO 

Yassinn Patrice has requested in turn the Board to notice that the false statements of 

Heaven Hill violate the rule set forth in 37 C.F.R § 11.18 (b), therefore the Board should 

strike Heaven Hill Briefs in its entirety and terminate this proceeding in favor of Mr DIALLO 

Yassinn Patrice pursuant to 37 C.F.R § 11.18 (c).  
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It is therefore understood clearly that the motion to strike the Opposer’s reply brief was not 

an attempt made by applicant to file a reply brief but to dismantle supporting evidences that 

Heaven Hill and his counsel Mr Matthew A Williams carried serious charges to create the 

impression that DIALLO Yassinn Patrice wanted to induce the Board into error by false 

evidence and false statements. Thus the jurisprudence Levi Strauss & Co. v. R. Josephs 

Sportswear Inc.., 28 USPQ2d 1464, 1465 n.3 (TTAB 1993) is not admissible. Moreover 

Heaven Hill had previously falsely claimed to have waited 3 weeks to receive our letter from 

France which is impossible, because the delivery time is 6 days exhibit (A). 

 

1. Heaven Hill misrepresentations regarding Diallo’s right to use the HYPNOTIZER mark 

in connection with beverage alcohols products. 

 

Heaven Hill continues to misrepresent the status of Diallo’s rights for the HYPNOTIZER 

MARK in France and the UK. Mr Diallo has the right to use HYPNOTIZER mark in 

connection with alcohol in France, but in our present case we are before the US TTAB and 

US Federal trademark Laws. 

In France the registration certificate includes beverages in connection with alcohols. The 

terms beverages that he has chosen and which is registered in his certificate of registration 

has a general impact and covers alcoholic beverages and others despite their belonging to 

different administrative classes (32, 33). 

 

Indeed in France instead of the United States, although the different products and services 

have been "sorted" by class, this administrative classification has no legal value. Thus the 

Opposer is struggling to understand the peculiarities of French laws on the subject. Thus 

what account it is the term which appears on the certificate of registration, which for lack of 

containing the term not alcoholic drinks in a literal way, allows to market alcoholic beverages. 

Contrary to the assertion of the Opposer, the term non-alcoholic drinks "aperitifs are alcohol 
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free" is one of the terms mentioned in the certificate in class 32, but there are also among 

else "« syrups and the other preparations to make beverages, vitamins beverages, energy 

drinks » " Furthermore the Court of Appeal has no jurisdiction in France to order the 

registration of a trademark dispute nor to declare void the mark claimed by the Opposer, the 

Court of Appeal can only reject an appeal or annul a decision referred to him without being 

able to substitute his own decision. In fact, only the statements made in the final registration 

certificate are authentic. 

 

Diallo’s registration for HYPNOTIZER in connection with some alcoholics Beverages is 

therefore completely and absolutely true and was not made intentionally and knowingly made 

to advance the Board his position. 

 

In the UK as well as for the case in the USA for these two trade marks for HYPNOTIZER N° 

77266196 and 79019547, the application for each mark was made at different times and 

therefore they were treated as different cases. In the UK as well as in the USA the two marks 

have been deposited at different times M 873089 and 2462677; moreover M873089 mark 

comprises in addition the term “beer” in class 32, which was not the case of the mark 

2462677. The decision was made for the mark 2462677 not M 873089. 

As the United States, the UK depends on the Madrid Protocol so there is the safeguard 

clause, which applies. In the United Kingdom the case number 873089 remains pending 

(exhibit B). The decision of March 30th, 2010 does not relate to the same case (exhibit C) 

case 2462677. Mr DIALLO YASSINN PATRICE statements and representations in his brief 

are completely and absolutely true and are not intentionally and knowingly made to the 

Board to advance his position. 
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2.  The testimony of Heaven Hill Witnesses and exhibits introduced are not admissible. 

 

37 C.F.R 2.123 (c) Disqualification for Interest. No deposition shall be taken before a person 

who is a relative or employee or attorney or counsel of any of the parties, or is a relative or 

employee of such attorney or counsel, or is financially interested in the action. 

For these reasons we request the TTAB to reject the testimony and the evidences and 

arguments provided during the testimony of Drew Wesley, Justin Ames and the direct 

examination made by Matthew Williams, as they are the public relation, employees and legal 

counsel of the Opposer Heaven Hill Distilleries. Moreover Yassinn Patrice DIALLO does not 

have evidence to invent, besides he is not right to question people who work and are paid by 

the Opposer (c) Disqualification for Interest. 

 

3. Registration of Diallo’s HYPNOTIZER Mark will not cause confusion. 

 

Diallo Yassinn Patrice seeks registration for HYPNOTIZER mark, which is completely 

different in terms of products, mark, packaging, size, price (exhibit D). 

 

Hypnotizer mark is not made for flavored sparkling water as the opponent lawyer try to affirm. 

The opposite party can clearly see that in October 2005 a registration certificate was 

delivered by French NIPO for HYPNOTIZER with a specific design (exhibit E). Opposed to 

what the Opposer lawyer intends to demonstrate, HYPNOTIZER application is for specifics 

beverages including rum, as mentioned on the certificate design (exhibit F).  

 

It is clear evidence that we claim a special style, with a special bottle, and with colors and 

specific design, completely different from the opponent design (exhibit G). It is clear evidence 

that we apply for a specific mark and a specific design completely different to the opposed 

mark and design, and not only a mark as a word. As opposed to what the opposing party 
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affirms, Respondent Diallo Yassinn Patrice does not want to register the HYPNOTIZER mark 

for liqueur (exhibit H), and as it is indicated on his Application form.  

 

The registration for HYPNOTIZER is filed for specifics products such as: Alcoholic beverages 

produced from a brewed malt base with natural flavors, Alcoholic beverages of fruit, Alcoholic 

fruit extracts, Alcoholics malt coolers, Alcoholic punch, Cachaca, Cognac, Distilled Spirits, 

Fruit wine, Gin, Hard Cider, Natural Sparkling wines, Prepared alcoholic cocktail, Prepared 

wine cocktails, Rum, Sparkling fruit wine, Sparkling grape wine, Sparkling wines, Tequila, 

Vodka, Whiskey, Wine coolers, Wines.  

 

Applicant denies the allegation of the Opposer concerning the fact that the Applicant Diallo 

Yassinn Patrice wants to register the HYPNOTIZER mark in connection with liqueur because 

it is absolutely false. For these reasons Diallo Yassinn Patrice application to register his 

HYPNOTIZER mark will not cause confusion, mistake, deception, or affiliation with HEAVEN 

HILL’s HPNOTIQ mark for liqueur. 

 

HPNOTIQ is used for a specific product the liqueur (exhibit I), HYPNOTIZER is used for 

different products, there’s no likelihood of confusion and moreover of dilution between the 

two Trade Marks. Diallo Yassinn Patrice’s application should be registered pursuant to 15 

U.S.C §§ 1052, 1063. 

 

Moreover Heaven Hill also claims the name HPNOTIZER supposedly since May 2005 while 

their lawyer in France knew the registered trademark of Mr Patrice Diallo Yassinn since 

February 2005 (exhibit J). In May 2005, the lawyer of HEAVEN HILL in France contacted the 

Applicant requesting that the Applicant abandon his trade mark HYPNOTIZER (exhibit K). 

The Opposer incorrectly states that he won the case in France against the registration of 

HYPNOTIZER for alcoholic beverages. This is not accurate as Applicant owns the trade 
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mark HYPNOTIZER in France. As you may see (exhibit L), the Opposer requested Applicant 

not to market his products where HPNOTIQ is present. This request is illegal and has no 

ground. 

 

The Opposer claims having a decision preventing Mr. Diallo from using HYPNOTIZER trade 

mark for alcoholic beverages in France and United Kingdom. The case in the United 

Kingdom is not yet closed as Applicant Diallo Yassinn Patrice has filed for alcoholic 

beverages and this is pending decision (exhibit M). Hence the Opposer’s statement is not 

accurate. 

CONCLUSION 

Diallo's motion to strike plaintiff's reply brief was made in accordance with rules established 

by the Board and is perfectly legal. Moreover the Board should strike Heaven Hill’s response 

to motion because it was made more than fifteen days allowed by the rules and Trade 

Mark Law US PATENT & TRADEMARK OFFICE June 24, 2010 § 2127 motions, and 

because the assertions in the brief of the Opposer are false. 

For these reasons Diallo’s application for the mark HYPNOTIZER should be registered 

pursuant to 15 U.S.C § 1052(d) and HEAVEN HILL opposition denied.  

 

Respectfully submitted 

DIALLO YASSINN PATRICE 
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PROOF OF SERVICE 
 

I hereby certify that a true and correct copy of Defendant’s reply in support of motion was 

served on the following attorney for Opposer by deposit in the French Mail, in Paris France, 

in a sealed envelope, with first class postage fully prepaid this 1st November 2010. 

Matthew A. Williams 

Wyatt Tarrant & Combs, LLP 

500 West Jefferson Street, Suite 2800 

Louisville, KY 40202 

UNITED STATES 

502-562-7378 Telephone 

Dated: November 1st, 2010 

 

 

DIALLO YASSINN PATRICE 
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